Docket No.: 28079/41333 
(PATENT) 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re Patent Application of: 

Barton et al. 

Application No.: 07/827,906 
Filed: January 30, 1992 

For: IMPROVED EXPRESSION OF GENES IN 
PLANTS 


Confirmation No.: 3375 
Group Art Unit: 1638 
Examiner: A. R. Kubelik 


PETITION TO EXPUNGE PAPERS FROM FILE 
PURSUANT TO 37 CFR 1,59 (MPEP 724.05) 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Attn: TCI600 

Dear Madam: 


The applicants hereby identify the following Documents filed as part of the 
accompanying Information Disclosure Statement (“IDS”, copy of transmittal letter and 
complete list of documents attached hereto) as the subject of this conditional petition to 


expunge pursuant to 37 C.F.R. §1.59. 

1-----—..■ _..—___ 

Litigation 

Documents Subject to Protective OrHer 

( 1 ) Mycogen Coro. v. Monsanto Cn 1 •Aa.r’v. 

0573 DFH-WTL, U.S. District Court for the Southern 
District of Indiana, filed March 30, 2004 

C4-C13. -- 

(2) Monsanto Co. v. Mycoeen Plant Science Inc 

96-133-RRM, U.S. District Court for the District of 
Delaware, filed March 19, 1996. 

C18AJ24; C32 -C33; C38-C40;~C42:- 

C44; C51-C55; C156-C170. 

Mycogen Plant Science. Inc. v. Monsanto Co 
950653J (LSP), U.S. District Court for the Southern 
District of California, filed May 19, 1995 

Cl73; Cl91- Cl94. "— 

J 

( 4 ) Mycogen Plant Science. Inc. v. Monsanto To 

cLaL, 96-505-RRM, U.S. District Court for the J 

1 District of Delaware, filed October 22, 1996 j 

C198-C202TC208^2U;"C214-C225- H 
C228-C232; C305. 



The Documents to be expunged, listed in the table above, are subject to one or 
more protective orders, as explained in the IDS, and have not otherwise been made public. 
The documents have been packaged and labeled in accordance with MPEP 724 02 

The Applicants commit to retain the Documents for the period of any patent 

issued on the above-mentioned application with regard to which the Documents are presently 
submitted. 

The petition to expunge is being submitted by (on behalf of) the party in 

interest, Monsanto Company, St. Louis, MO, who originally caused the Documents to be 
submitted. 


The Commissioner is therefore petitioned under 37 C.F.R. 1.59 to expunge the 
Documents IF THE DOCUMENTS ARE FOUND NOT TO BE IMPORTANT TO A 
REASONABLE EXAMINER IN DECIDING WHETHER TO ALLOW THE 
APPLICATION TO ISSUE AS A PATENT. The Applicants request that the evaluation of 
the importance of each document (and whether it may properly be expunged) be made 
individually. Applicants understand that this petition will be held in abeyance until the close 
of prosecution on the merits (MPEP 724.05 (I) and 724.06). 

The fee for this petition in the amount of $200.00 according to 37 C.F.R. 

* ‘ * ma y be charged to our Deposit Account No. 13-2855, under Order No. 28079/41333 

Dated: February 9, 2009 Respectfully submitted, 

David A. Gass 

Registration No.: 38,153 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 

Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Applicants 
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Docket No.: 28079/41333 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: ~ 

Kenneth A. Barton et al. 


Application No.: 07/827,906 
Filed: January 30, 1992 

For: IMPROVED EXPRESSION OF GENES IN 

PLANTS 


Confirmation No.: 3375 
Art Unit: 1638 
Examiner: A. R. Kubelik 



MS Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


Dear Sir: 


Applicants request that this Infonnation Disclosure Statement be entered and 
constdered by the examiner during the prosecution of this application and .ha, the references 
be made of record therein (except as noted in the next paragraph). 

A copy of each listed document is filed herewith, although many of the 
enclosed documents are being submitted under seal with the label, appended hereto 

Some of the documents in this Information Disclosure Statement are subject to protective 
orders entered in prior litigations and are being submitted under seal for consideration by the 
Examiner under MPEP § 724, without scanning or publication by the USPTO. These 
documents are labeled in accordance with MPEP § 724.02 and are identified in the table 

below. Applicants also submit a petition and fee under 37 CFR 5 1.59, requesting that these 
documents be expunged from the file. 



Application No.: 07/827,906 


Docket No.: 28079/41333 


Litigation 


~ y f°^ en Cor P- v - Monsanto Cn I (\A.n\/ DrlI 
March 3^4 COUrt ** ^ S ° Uthe ™ DiS *" Ct ^ 


Documents Subject to Pr otective Order 
C4 - C13. 


£££ ,, S i«r ^ “■■"TrfDd^ ffled 


C18 - C24; C32 - C33; C38 - C40; C42 - 
C44; C51-C55; CI56 - Cl 70. 


l?L x r ^faPjam ScienceTfnc v VtonsantoTT ^^Tr 
(LSPX U S- Distnct Court for the Southem~Disrtct of I 
California, filed May 19, 1995. istnct of | 


Cl 73; C191-C194. 


96^505 rlSf n" 7"’ Sr ' r,rr -• 

filed A^ » f M—., 


C198-C202; C208-C211; C2lZc225- 022 *. 

C232; C305 C228 ~ 


n- documents in this Infotmstion Disclosure Statement originate from four 
separate hugatons which may be viewed as re.ated to the subject matter for which a paten, is 
betng sough, on the above identified appiication. Such submission is made in accord 

with MPEP §2001.06 (c) and 37 CFR§§| 56 197 and 1 98 Hu iu 31106 

ss O, I ,y/, and 1.98, and should not be construed a* 
a representation tha, a seamh has been made or as an admission tha, the information crisis 
r ,s considered ,0 be, material patentability as defined in 37 CFR § 1 56(b) A general ' 
overview of these prior litigations is provided below for die Examiner’s r 
.he Examiner have questions regarding these litigations, die undesigned 
happy to attempt to provide answers. 

<«> ^****1^^ 

Com, for the Southern District of Indiana, filed Mamh 30, 2004. Documents C, ,0 C .4 are 
from tins litigation. Mycogen died suit against Monsanto pursuant ,0 35 U.S C § ,46 for 
dissatisfaction with the Final Decision of die Board of Paten. Appeals and Interferences for 
aten, Interference No. 103,781 (",he ‘78, Interference", (C: Exhibit A,. Thepatentand 
applications involved in the interference were (a, U.S.S.N. 08/434,105, filed May 3 ,995 a 

pending applnration of inventors David Fischhoffernl, (b, U.S. Application Mo. 0^7 906 
of inventors Barton et al., filed Jan 30 1992 /the nr^mt i- 

Mo 5 380 831 fhhe- 8,1 ' P appl,Ca " on * and (c, U.S. Paten, 

• ,380,831 ( the 831 patent ) of inventors Adang el al., filed May 3 1993 The 

complain, ,s document C, Monsanto's answer is C 2 , and Mycogen's reply is C 3 
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. . T? r' erferenCe W3S eVen,Ua,ly defl " ed by “Count 2": (a, any one of 

• • .and 40 ofFischhoffetal.’s application 08/434,105, filed May 3 1995 (b) 

any one of claims 1-4 7 anri 79 A r n ^ 

30 1992 and fct ’ ' ’ ofBanon el ■<•’» application 07/827,906, filed January 

. 2, and (c) anyone of claims 1-12 of Adang et al.’s ‘831 patent (Cl: Exhibit A at^ 4 ) 

Aa common owner of the Fischhoff and Barion applications, Monsanto elected Fi~ 

■he firs, to invent the subject matter of Coun, 2 (O: Exhibit A a, 54 , ^^Th « d 

granted priority to Fischhoffover Adang based irnon r h- u ^ ^ * 

ang cased upon findings that Fischhoff had a nrinr 

concept,on and reduction to practice and that Adang was no, diligent in ihe.r du , 
practice (Cl. Exhibit A at o . , , S heir reduction to 

xnibt, A at 2). The Board also held that Barton et al. were not entitled , 
patent containing claims I -12 of the ‘831 patent. ° 3 

During the § 146 action. Mycogen asserted various dates ofconcentton add- 
.O practice for Barton and Adang regarding the inventive subject matter oTcl^ LdT 

™ ;' ra0d ^ nS ,hC C ° d ” 8 B. gene to reduce the number of 

and Fischhoff regarding the subject ".^.ETofCoum^and^e'htve^ttion^fnmdifying^tbe ^ 00 

Monsanto also responded dta, i, was dissatisfied with cettain findings of the Board 
including die Board’s finding tha, Fischhoff was no, entitled 

30 1986 (C 5 all M \a nutted to a conception date of October 

’ 986 (C5 at 3-6). Monsanto proffered expert reports by Mr. John ■ 

Joachim Messing to address these issues (C 6 , C 7 C9> M ^ ^ 

Dr. Joseph Falkinham to address these issues (C 8 CIO) M ^ proffered ex P ert reports by 

summary judgment tha, Fischhoff was the filmic h^ * m0,, °" ** 

~ ^ me first to invent the subject matter of Count 2 (Cl i- 

m opimon - w —-- 

provided as documents C4-C5. ^ " P °““ d “ » 

Monsanto and Mycogen settled the S 146 action before final adjudication This 
suited m Mycogen withdrawing its allegations of prior invention by Barion and Adang ,h 
■eaving mtact the Board’s gran, of prior invention to Fischhoffover Adang regarding ”T 
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5.3 S 0.83 L r 8a “ OnS <3> and <4> ' d “ Cribed be ' OW ' a ' SO rela,e '° U.S. Patent No. 

C„ r,^, Distnct 

C° Urt fOT “* Dls '"“ °f Delaware, filed March ,9. ,996. Documents CIS to C170 ar fr 
•His litigation. Tins litigation related to US. Paten, No. 5 500 365 Cthe 365 ' T 
issued fiom a divisional application of Fishchhoff et al., U.S.S.^. 3 08/434 ^ 05 ^ hnhis Wb ' C ^ 

litigation, Monsanto asserted .ha, Mycogen Plan, Seienee, Agrigenetics and Ciba G h d 
mft.nged the ‘365 patent by making, using, md/or selling _ " 

176, a ha., directed to conferring resistance to insects 

282 (C ,rr;“ by Ciba and MyCOge " * “ » «*- under 35 U S C § 

document's CS-CU ^^ - 

those iolL'Tc^cTr T SUbm, " ed by Par " eS “ ,hC *«-. including 

Hai Chua (CI69-C70, and “““ ^ by ^ 

.needed reports by Uwrence Sogomd 

y ^erres (Cl58, CI68), and John Dewhirst (Cl62) 

The defendants filed various sununa^ judgment motions. Ciba-Geigy moved for 

urn d^ e f inva , idit y based onprior inyeniorshjp under ^ d for 

(C38), Monsanto Opposition (C39,; Ciba Reply (C40». Mycogen moved for summary 

ju gment of invalidity based on obviousness under 35 G.S.C. § 103 ((C4I C42I-V, 

opposition (C43); Mycogen Reply (C 44„. Mycogen and Ciba-Geigy fi^'^7“ 

dismiss under Rule 12(b)(6) for failure to comply with the written d ■ 

35USC 8 112 « i /rr-ae an ,, description requirement of 

• • 9 1 ((C45-47); Monsanto Opposition (C48); Reply (C49)) a 

was held, in part, on this motion tC 37 l tu ■ W «-49». A court hearing 

w * n,hlsmo ' , ° n( « 7) . The motion was denied (C50). Ciba-Getgy and 

Mycogen filed summary judgment motions asserting that the ‘365 , . . 

of written description under 35 U.S.C. § 112 ((C51 C52V M ? rC ^ 

oeigy and Mycogen Replies (C54 and C55» ,Ci3fc ^ 

A jury trial was held on issues of infringement and invalidity Trial transcrinis ,a 
may be v.ewed as relevant to the subject matter for which a paten, ,s sough, on the above' 
app ication may be found as documents C6I-C55. Included in the transcripts are testimony 
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by inventors Fischhoff(C91, CI29-132) and Perlak (C89, C95 Cl 10 1131 t 

alleged prior inventors Barron and Miller may be found as d * * 

p . y De * ound 35 documents C82, C 86 and rss 

Expert esn^ony induced by Monsanto ineluded Nam-Hai Chua (C76-C8, C 09 CU 5 

6 ) and John Goolkasian (C71-75, C166-7,. Expert testinrony induced by M^ogen 

included Lawrence BoonraH tn i a*. o\ w - , y *ycogen 

Fence Bogorad (C146-8); Michael Adane (C99-W1 v a „A i 

(C 106-8). Expert testinrony introduced by Novartis i„ c d n 

John Dew hire, (C83-5). ^ JUl '“ (C92-4, and 

r;::t 7 - vr ■ 2> were ^ 

invention tba, they did no, mfnnge under the reverse oTe^iv"^ 

whether the ,6 5 parent was unelforl^ ^ 

(«9 at 5). Fischhoff also testified during the bench trial (^2)^ ^ M ~ 

issues, a maRer of ,aw (jmol> after ^ 

„ ■ , nenn g on non-infringement under the reverse doctrine of 

equivalents and invalidity by prior,oven,ion may be found as documenrs C25 C29 fns 

With opposition briefing as documents C32 and rri \a 5 ’ ^ ^ ° 36, 

. • r . . tS C32 and C33 - Mycogen’s and Novartis’ JMOI 

briefing on rnval.dity due to lack of written description, indefiniteness and obv 
be found as documents C26-28 C30 and (~rd.tr ■ ’ tousness may 

TV r- ■ 45, t.30, and C34-35. w„h opposition briefing as document C31 

The Court issued an opinion on the IMOF * c a -i * 
n , ^ an d inequitable conduct fC58 

Court denied Monsanto’s JMOL on invalidity for nrio • ’ C59 ^' 1716 

n T „ , ^ on invalidity for prior invention (C59 at 101-115) 

blforeTa 

~firsta„dwe^^^^^^^ 

m favor of Monsanto on the issue of infringement under the reverse doctri f ” d 

and entered judgment as a marter of law for Monsanto on the issue (C 59 a, ,7 5 ^TT 
court denied Mycogen's and Novartis' JMOfs on invalidity due to lack of w^ 
escrrpuon ( C59 a, 121-127). rndefinrteness (C59 a. .28-.30), and obviousness (C59 a, !30 
-)• Couri also found dra, Monsanto had no, committed inequitable conduct durinr, 

prosecution of the-365 patent (C59 at 136-148,. The result of the r • * 

/ ne result of the Court’s opinion was that 
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the defendants were found to have 

fringed the asserted claims of the . , 

claims were invalid based on nrin • P atent ’ but these 

mvatid based on prior invention by Barton and Miller. 

Monsanto appealed to the Federal Clrmit 

Miller (C60) The P h . ^ re gardmg poor invention by Barton and 

... . Iay Iy > iy95 - Documents Cl 71 to Cl 94 

- from ,h,s litigation. b, this .Ligation, Mycogen assermd tha, Monsanto had wiHfUHy 

^ * Adang s ‘83, pa t e„ t hy mahing, using, and/or selling products coning 

Monsanto s BollGan,® cotton gene. Monsanto’s YieldGaM® com gene, Monsanto* 

NewLeaf® potato gene. Notthmp King B' 1, even, gene, or the Stoneville cotton gene r 
response, Monsanto asserted inter alia that aa S - n 

Fisehh ff , Monsanto scientists Fred Perlak and David 

chhoff invented the claimed invention of the ‘83, paten, prior to Mycogen (The ’83, 
paten, was also the subject of the ’781 hterference described above > 

Dr . jzz john Mr - - 

rn . P ... u ^192,093). Mycogen proffered an expert report by Dr. 

OnD j?' ^ nterrogato O / respo "ses are provided as documents C171 -173 

■«, P^^ZTc 74 1 ,™ “ yCOgenra °- df0 -~-^-fva,,di,yofd,e 

. ( •! 35*. Monsanto’s Opposition (Cl 76), Mycogen’s Reply (Cl 77,1 

In denying Mycogen’s motion, the Court declined to “mate , * ( >, ‘ 

<o establish the invalidity of Mycogen’s paten,” (Cl 78 a. 3) ’ " ” 8 ' “ MOnSa "'° ^ ^ 

aa , ~ Mycogen s Opposition (Cl80V 

Monsanto s Reply (CI81)). Monsanto fttrther moved for summarv J 

paten, claims were invalid under 35 U.S C , U2 ,(C182). M ** ^ 1 

Monsanto’s Reply (C184)). Following ora, Lgummus o^the su^ 611 ^ ^* 3 ° S * t ' 0n 
the Court stayed the proceedings until the post-tria, motions in 

were complete (see section (4, below,. On September 8, 1999, following ruling on these 
morions Delaware, Ihe Coun |iftsd the siay ^ ^ Monsamo , s mo = 

tudgmen, pursuant to 35 U.S.C. §§ ,02(g, and ,03 (C185). The Corn, demed Monsanto’s 
ion for summary judgment under 35 U.S.C. § 112 as moot. See Cl 85 . 
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These decisions were appealed to the Federal Circuit 1W • 

court-s prior inventton deteimination, the Federal c . CU1I conciuded 

was improper because fact issues remained to be resolved on the r ■ 

ZTT~™T 

.§112, leaving it to the district court to resolve in th** n * * 

Mycogen Plan, Science. 252 F.3d a. 1317. ,nS,an “' 

Following the Federal Circuit decision, Monsanto renewed its motion r 
judgment of invalidity under 35 U.S.C. § 112 ( C1 8 7, Mycogen, Oppos^T 

Monsanto, Rep , y a , Cls9 , The Coim denied Monsanto , s _ ^ ^ 

Subsequently, Mycogen dismissed all pending claims with prejudice '' 

n . ‘^^gerLjdanxScten^e^Jnc^yJMonsanto^Cq.jtLal, 96-505-RRM US 

District Court for the District of Delaware, filed October 22, ,996. Documents C195 to C305 

, ;r r „ 

wilfully infringed the ‘600 and "862 patent by making, using, and/or selling products 
containing Monsanto, BollGard® cotton gene, Monsanto, YieidCard® com gene 
onsamo s New Leaf® potato gene, Notthrap King B, 11 even, gen e , or the Stonevil.e codon 

Fischh ff ° nSan, ° aSSCT,ed ' in ‘ er “ U °’ M ° nSan, ° SCiemiSK Fred *** David 
Fischhoff invented the claimed invention of the '600 and '862 patents prior to the M 

inventors response to that allegation, Mycogen further asserted tha, Monsanto 

derived the subject matter claimed in the '600 and '862 patents from Mycogen 

Pnor ar, asserted by Monsanto and Delta and Pine Land Company and by DeKalb 

ene ,cs are included ,n their notices under 35 U.S.C. J 282 (C195-, 96). In.etrogatoty 

reuses are a, C,9,202. Monsanto also preffered .per, reports on the litigate^ by 

• - onald Banner, Mr. Dallas Johnson, and Dr. Joachim Messing (C228 C229 C230 

respectively Mycogen preffered .ped reports by Mr. Lawrence Bogorad and Dr Jo eph 
Falkinham (C231, C232). ' Jose P' 1 

uses 102fe) ' "T fiIed 3 SUmmaryjudgn,em motion of invalidity under 35 

'862 and '600 8 MyC ° 8en WaS n °' ^ ‘° ,nVem ' he sub J“‘ matter °f the 

600 patents (( C214, C216 (amended,,; Mycogen, Opposition (C215); Monsanto, 
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Rep* (C2,7* Monsanto a,so Hied a summaryjudgmen, ntotton of mvahd.ty under 35 

§ aSSert,n8 ‘ haI ' he ' S « “* ‘ 60 ° !««• failed to satisfy the enablement 
requtretnen, and would require undue experimentation in order to practice the claimed 

invention «C2,8), Mycogen, Opposttion (C2,9-220); Monsanto, R ep,y ( C22i„ Co 

defendant DeKalb Genetics Con,, fifed its summa^ judjpnen, motion of invahdity und. 35 

§ aSSertmS ‘ hat ,he ‘ 862 “ d ' 60 ° Pa'an«a failed to satisfy the enablement 
requtrement ((C222); Mycogen, Opposition (C223-224); DeKalb, Reply (C225)) Letters 

addressed to the Conn regarding the above summary judgment motions are included as 
documents C2,2-2,3. The district court judge did no, gmn, any of these motions 

A jury tnal was held on issues of intringement and invalidity. Tna, transcripts tha, 
may be vtewed as televan, to the subject matter for which a paten, is sough, on the above 
PP .canon may be found as documents C234 to C304. htcluded within the trial transepts 
are tetmony by both Elizabeth Murray (C237 to C24,) and Michael Adang (C277 to C2S0) 
and Mycogen experts Mr. Lawrence Bogorad and Dr. Joseph Falhinham (C273 to C276, 

‘ rmSCriP ‘ S " KS ' im0ny bYM — ™ 

Lperi Dr J 1 m FiSCM,0ff<C256 C258) - — - Oniony by Monsanto 

expert Dr. Joachim Messing (C259, C260). 

file jury found that the c,aimed inventton of the -«00 and ‘862 patents were invalid 

due to prior invention by Monsanto and entered a “N/A” as to the mm' 

(C226 at 10 I „ T-h-nt as to the rematntng tnvahdtty tssues 

( 26 a, ,0-12,. The Delaware court entered a judgment dec,arin g tha, the ‘600 and -862 

patents were tnvalid based upon the juty, detemtinatton tha, Monsanto was the flts, to invent 

the technology under,ying those patents. ice C226. Al, parties moved for judgment as a 

matter Of law (JMOL, on various issues follow,ng enhy of the judgment. Myc^cn mol 

((C203 C2M) M SSUCS ° • PnOT ' nVen ' 0rSl, ' P ” d ° b ™— “ d m P«d for a new trial 
(( - , C204), Monsanto s Opposition (C205); DeKalb, Opposition (C206)- Mycogen, 

htvaH,* 7)) M onsanto moved for JMOL on invalidity based on prior invliorumd 0 S 
ity lie t° lack of enablement as well as indefiniteness ((C208, C209 C210V 
Mycogen’s Opposition (C305); Monsanto’s Reply (C2 11)). 

The Court issued an opinion on the JMOL motions (C227) which denied Mycogen’s 

“ir and """ Monsan, °' s mo,i °" f ° r jmol h ° ,ding — 

6U0 and 862 patents were invalid for lack of enablement. 
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On appeal. ,he Federa. Circul, affirmed .he jury’s verdic. of invalid!* based upon 

pnor invention pursuant 35 U.S.C. , 102 (g). See C233. ,, found dial this rendered a 

ruling on the district court’s grant of Monsanto’s JMOL of larlr r>f ki 
„ o ~ e ,.. UL ° flack of enablement pursuant to 35 

u. 2 >.l.. § 112 , unnecessary (C233). 

finit Office A ,™ S DiSC '° SUre S,a ' ement “ ^ ' he "»•«»« <*. of the 

Office Aeon on the merits, bu, before the mailing date of a Final Office Action or 

Nonce of Allowance (37 CFR 1.97(c),. Accordingly, our chech in the amount ofS,80 00 

over," , h f eese , forihi„37CFR ,.,7(p>is enclosed. should any fees under 37 C.F.R §§ 

auJori T 77^ f ° r anV reaSO " re ' a,ing '° ' he enC, °“ d [lle Commissioner 

2 807 “ feeS fr ° m ^ DeP ° S " ACC ° Un ‘ N ° Order No. 


Dated: February 9, 2009 


Respectfully submitted. 


B y 

David A. Gass 


Registration No.: 38,153 
MARSHALL, GERSTEIN & BORUN 
233 S.Wacker Drive, Suite 6300 

Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 


LLP 


Attorney for Applicant 
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